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REMARKS 

Independent claims 1 , 7, 14, 22, 37 and 40 stand rejected under 35 U.S.C, § 112, first and 
second paragraphs. Independent claims 1, 7. 14, 22, 37 and 40 each include a limitation "a 
condition of the image sensor during capture of the graphical object," which is not a new subject 
matter. However, as set forth below, support for this limitation may be found at page 5, line 29 
through page 6, line 2, Therefore, the Examiner mistakenly refers to this claim limitation "a 
condition of the image sensor during capture of the graphical object" as adding new matter. 

For example, the Applicants' specification states that "illuminant tag information such as 
the mediaWhitePointTag may be used to record the XYZ (e.g., the PCS color space) values of 
the c^ture media's (e.g., digital "fihn") white point." As an example, the capture media, such as 
the digital fihn normally varies in characteristics including speed and quality of the capturing 
material. In other words, an image sensor typically comprises a device and an associated capture 
media for capturing the image. However, the illuminant tag information that may be used to 
record the XYZ (e.g., the PCS color space) values of the capture media's (e.g., digital "film") 
white point supports the limitation that calls for the condition of the image sensor during capture 
of the graphical object. 

Independent claims 1, 7, 14, 22. 37 and 40 stand rejected under 35 U.S.C. § 102(b) over 
patent to Starkweather (U.S. Patent No. 5,694,227). The method of claim 1 includes receiving a 
graphical object together with associated image information relating to a condition of an image 
sensor during capture of the graphical object. The Starkweather reference instead teaches receipt 
of the display image data, however, not together with the cahT>ration data that does not relate to a 
condition of image sensor during capture of the same image to which the display image data 
belongs. Therefore, the Applicants respectfully request the withdrawal the § 102 rejection of 
independent claim 1, as deemed to be in condition for allowance, absent anticipation by the cited 
reference. For the reason alone that the rejected dependent claims to claim 1 depends torn an 
allowable independent claim, the Starkweather reference fails to anticipate these dependent 
claims. 

Specifically, without a teaching as to receiving the display image data together with the 
calibration data or that the sensor characteristic data relates to a condition of an image sensor 
during capture of the display image data, the Starkweather reference fails to anticipate the 
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limitation in claim I, "receiving a graphical object together with associated image information 
relating to a condition of an image sensor during capture of the graphical object." That is, 
Starkweather teachings pertaining to receipt of the display image data (the graphical object) not 
together with the sensor characteristic data (e.g., associated image information) where the sensor 
characteristic data (associated image information) does not relate to a condition of an image 
sensor during capture of the display image data (the graphical object), clearly fail to anticipate 
claim 1 limitations as set forth above. 

In this manner, teachings of Starkweather cannot anticipate generating a device profile 
based on the associated image information and are unable to identify such device profile to a 
color management system, as claimed in claim 1 . No support can be found in the Starkweather 
reference either as to Ae associated image information that relates to a condition of an image 
sensor during capture of the graphical object At least for the reasons presented above, other 
independent claims 7, 14, 22, 37 and 40 lejected over the Starkweather reference should be 
allowable. In addition, respective dependent claims which depend firom these allowable 
independent claims 7. 14, 22, 37 and 40 are in condition for allowance since they depend from a 
corresponding allowable independent claim. 

Claim 15 stands rejected under 35 U.S.C. § 103(a) over Starkweather and further in view 
of Hayes (U.S. Patent No. 6.283,858). The Examiner asserts that the language in the Hayes' 
reference involving a device such as a digital camera when used to modify the teachings of 
Starkweather results in the claim 15 limitations. Accordingly, tfie Examiner contends that a 
device such as a digital camera would provide motivation to generate images with details similar 
to in real life, resulting in a system including a device in which the image profile information 
relating to a condition of the device during capture of the graphical object may be used to 
generate a device profile based on the image profile information portion. However, this 
conclusion is incorrectly drawn because modifying the Staricweather reference using the Hayes 
referwice would fail to provide a device such as a digital camera with the limitations in claim 1 5 
based on the remarks respectfully submitted. Accordingly, claim 15 cannot be rendered obvious 
and should be allowable. 
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As to claim 21, the Examiner is respectfiOly requested to reconsider the § 103 rejection at 
least for the same reasons as set forth above, in view of claim I. Independent claims 1, 7 and 14, 
which stand rejected under 35 U.S.C. § 103(a) over Hiroyuki Sakuyama et al. (U.S. Patent No. 
6;226,01 1. hereinafter "Sakuyama") and further in view of Starkweather should be allowable, 
considering the reasons presented above in the context of patentabihty of claim 1 alone. Claim 
22 stands rejected under 35 U.S.C. § 103(a) over patent to Christopher J. Edge (U.S. Patent No. 
6,088,038, hereinafter "Edge") and further in view of Starkweather, however, patentably 
distingoishes over the refo-ences cited again solely dependmg upon the fact that claim 1 is in 
condition for allowance. 

As to the remaining independent and dependent claims that stand rejected, to the extent 
that characterizations of the cited references or Applicants' claimed subjert matter are not 
specifically or adequately addressed at least in view of the above reasons, it is to be understood 
that tiie Applicants do not acquiesce to such characterizations pertaining to the rejected claims. 
Pursuant to the M.P.E.P. Rules, the Exammer is respectftilly requested to cite a reference in each 
instance where an Official Notice was taken or a specific hint or a suggestion within the cited 
references was not indicated to support the assertions by the Examiner. The Examiner is 
respectfully requested to reconsider the pending claims. 

fa view of these remarks, the application is now in condition for allowance and the 
Examiner's prompt action in accordance therewith is respectftilly requested. 



Respectfully submitted, 
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BEFORE THE OFFICE OF ENROLLMENT AND DISCIPLINE 
UNITED STATE PATENT AND TRADEMARK OFFICE 



UMTTED RECOGNITION UNDER 37 CFR § 10^(b) 

Dr Sanjeev Kumar Singh is hereby given limited recognition under 37 CFR §10.9(b) as an 
employee of Tiop Pnmer & Hu. P.C., to prepare and prosecute patent ^Ucations for dients 
of Trap Pnmer & Hu, P.C. in which a member of Trop Pnmer & Hn, P.C. is the attorney of 
record This limited recognition shaU expire on the date appearing below, or when whidiever 
of the foUowing events first occurs prior to the date gearing below: (i) Dr. Sanjeev Kumar 
Singh ceases to lawfully reside m the United States, (ii) Dr. Sanjeev Kumar Smgh s 
emSoyment with Trop Proner & Hu, P.C. ceases or is terminated, or (iu) Dr. Sanjeev Kumar 
Singh ceases to remain or reside in the United States on an H-IB visa. 

This document constitutes proof of such recognition. The original of this document is on file 
in the Office of Enrollment and Discipline of the U.S. Patent and Trademark Office. 



Expires: January 14, 2004 

'larry 



Harry L Moatz 



Director of Enrollment and Discipline 
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